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DETAILED ACTION 

Specification 

1 . The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-2, 7, 9-10, 12, 14-16, 21, 23-24, 26-28, 32, 34-35, and 37-38 are 
rejected under 35 U.S.C. 102(b) as being anticipated by Oho et al (US 5,825,969). 

Regarding claim 1, Ono et al discloses a digital signal recording/reproducing 
apparatus (Fig. 1 (a)) for recording an inputted digital signal into a recording medium and 
reproducing said digital signal from said recording medium, a control flag (the number of 
executed reproducing cycles disclosed from col. 6, line 48 to col. 7, line 7) as to 
temporary copy permission being added to said inputted digital signal, comprising: 

a recording circuit (VTR 3 disclosed in col. 6, lines 26-47) for recording said 
digital signal into a 1 st recording medium, 

a reproducing circuit (VTR 3 disclosed in col. 6, lines 26-47) for reproducing said 
digital signal from said 1 st recording medium, and 
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a detecting/controlling circuit (the controller disclosed from col. 6, line 48 to col. 7, 
line 7) for detecting said control flag and controlling said recording circuit and said 
reproducing circuit, wherein 

said detecting/controlling circuit temporarily records said digital signal into said 1 st 
recording medium in accordance with a condition of said control flag, and reproduces 
said digital signal from said 1 st recording medium in accordance with a condition of said 
control flag (controlling the VTR 3 disclosed from col. 6, line 48 to col. 7, line 7). 

Regarding claim 2, Ono et al discloses the claimed wherein a new control flag is 
added to said inputted digital signal when said digital signal is recorded into said 1 st 
recording medium, said digital signal being reproduced in accordance with a condition 
of said new control flag when said digital signal is reproduced from said 1 st recording 
medium (the new reproduction repetition information disclosed from col. 6, line 64 to col. 
7, line 7). 

Regarding claim 7, Ono et al discloses the claimed wherein said control flag 
includes a reproducing frequency flag indicating information as to a frequency in which 
reproductions are permitted, said reproduction from said 1 st recording medium being 
permitted if a present reproducing frequency is within said frequency indicated by said 
reproducing frequency flag (the repetition information disclosed from col. 6, line 64 to 
col. 7, line 7). 

Regarding claim 9, Ono et al discloses the claimed wherein even if said control 
flag has copy information indicting copy prohibition, said control for recording said digital 
signal into said 1 st recording medium is executed when a temporary copy flag has been 
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detected, said temporary copy flag permitting a temporary recording into said 1 st 
recording medium (the repetition information disclosed from col. 6, line 64 to col. 7, line 
7). 

Regarding claim 10, Ono et al discloses the claimed wherein even if said control 
flag has said copy information indicating said copy prohibition, said control for recording 
said digital signal into said 1 st recording medium is executed when any one of a 
reproducing point-in-time flag, a reproducing time-period flag, a reproducing frequency 
flag, and a recording medium flag has been detected (the repetition information 
disclosed from col. 6, line 64 to col. 7, line 7). 

Regarding claim 12, Ono et al discloses the claimed wherein said digital signal is 
erased if said reproducing frequency indicated by said reproducing frequency flag has 
been exceeded (erasing the information simultaneously with a reproducing operation or 
after the reproducing cycle has been repeated a predetermined numbered of times 
disclosed in col. 12, lines 45-53). 

Regarding claim 14, Ono et al discloses a digital signal receiving apparatus (Fig. 
1(a)) for receiving a transmitted digital signal and outputting said digital signal to a 
recording/reproducing apparatus, a control flag as to temporary copy permission being 
added to said received digital signal (the number of executed reproducing cycles 
disclosed from col. 6, line 48 to col. 7, line 7), comprising: 

a detecting/controlling circuit (the controller disclosed from col. 6, line 48 to col. 7, 
line 7) for detecting said control flag and controlling said recording/reproducing 
apparatus, wherein in accordance with a condition of said control flag, said 
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detecting/controlling circuit temporarily records said digital signal into a recording 
medium in said external recording/reproducing apparatus. 

Regarding claim 15, Ono et al discloses the claimed wherein said 
detecting/controlling circuit executes a reproducing control of reproducing said digital 
signal from said recording medium in accordance with said condition of said control flag 
(controlling the VTR 3 disclosed from col. 6, line 48 to col. 7, line 7). 

Regarding claim 16, Ono et al discloses the claimed wherein said 
detecting/controlling circuit adds a new control flag to said inputted digital signal when 
said digital signal is recorded into said recording medium, said detecting/controlling 
circuit reproducing said digital signal in accordance with a condition of said new control 
flag when said digital signal is reproduced from said recording medium (the new 
reproduction repetition information disclosed from col. 6, line 64 to col. 7, line 7). 

Regarding claim 21 , Ono et al discloses the claimed wherein said control flag 
includes a reproducing frequency flag indicating information as to a frequency in which 
reproductions are permitted, said detecting/controlling circuit permitted said 
reproduction from said recording medium if a present reproducing frequency is within 
said frequency indicated by said reproducing frequency flag (the repetition information 
disclosed from col. 6, line 64 to col. 7, line 7). 

Regarding claim 23, Ono et al discloses the claimed wherein, even if said control 
flag has copy information indicating copy prohibition, when detecting a temporary copy 
flag permitting a temporary recording into said recording medium, said 
detecting/controlling circuit executes said control for recording said digital signal into 
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said recording medium (the repetition information disclosed from col. 6, line 64 to col. 7, 
line 7). 

Regarding claim 24, Ono et al discloses the claimed wherein, in accordance with 
said condition of said control flag, said detecting/controlling circuit erases said digital 
signal recorded into said recording medium (erasing the information simultaneously with 
a reproducing operation or after the reproducing cycle has been repeated a 
predetermined numbered of times disclosed in col. 12, lines 45-53). 

Regarding claim 26, Ono et al discloses the claimed wherein said 
detecting/controlling circuit erases said digital signal when a present reproducing 
frequency has exceeded a predetermined frequency (erasing the information 
simultaneously with a reproducing operation or after the reproducing cycle has been 
repeated a predetermined numbered of times disclosed in col. 12, lines 45-53). 

Method claims 27-28, 32, 34, 35, and 37 are rejected for the same reasons as 
discussed in apparatus claims 14-15, 21, 23-24, and 26 above, respectively. 

Regarding claim 38, Ono et al discloses a digital signal recording/reproducing 
apparatus (Fig. 1(a)) for recording an inputted digital signal into a recording medium and 
reproducing said digital signal from said recording medium, a control flag (the number of 
executed reproducing cycles disclosed from col. 6, line 48 to col. 7, line 7) as to 
temporary copy permission being added to said inputted digital signal, comprising: 

a recording circuit (VTR 3 disclosed in col. 6, lines 26-47) for recording said 
digital signal into a 1 st recording medium, 
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a reproducing circuit (VTR 3 disclosed in col. 6, lines 26-47) for reproducing said 
digital signal from said 1 st recording medium, and 

a detecting/controlling circuit (the controller disclosed from col. 6, line 48 to col. 7, 
line 7) for detecting said control flag and controlling said recording circuit and said 
reproducing circuit, wherein 

said detecting/controlling circuit temporarily records said digital signal into said 1 st 
recording medium in accordance with a condition of said control flag (controlling the 
VTR 3 disclosed from col. 6, line 48 to col. 7, line 7). 

Claim Rejections - 35 (JSC § 103 
4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 1 03(a). 
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5. Claims 3, 13, and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ono et al (US 5,825,969) in view of Sugiyama et al (US 6,894,860 B2). 

Regarding claim 3, Ono et al discloses all the claimed limitations as discussed in 
claim 1 except for the claimed wherein said detecting/controlling circuit further records 
said digital signal into a 2 nd recording medium in accordance with said condition of said 
control flag, said digital signal having been reproduced from said 1 st recording medium. 

Sugiyama et al teaches a dubbing system having protection information indicates 
whether dubbing is permitted r inhibited by the recording apparatus and is transmitted 
together with the AV data or DTV data (col. 3, lines 46-63). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the protective information as taught by Sugiyama et al into Ono 
et al's system in order to prevent the unauthorized users to copy the pre-recorded 
information. 

Regarding claim 13, Sugiyama et al teaches the claimed wherein, when said 
control flag indicates that said digital signal cannot be recorded into said 1 st recording 
medium, said digital signal is controlled so that said signal will not be recorded into said 
2 nd recording medium, either (copy permission information disclosed in col. 4, lines 17- 
34). 

Claim 17 is rejected for the same reasons as discussed in claim 3 above. 

6. Claims 4, 8, 18, 22, 29, and 33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ono et al (US 5,825,969) in view of Ryota et al (EP 0 809 244 A2). 
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Regarding claim 4, Ono et al discloses all the claimed limitations except for 
providing the claimed wherein said control flag includes a recording medium flag 
indicating information as to a type of a recording into which a recording is permitted, 
said recording being permitted if said 1 st recording medium is a recording medium 
specified by said recording medium flag. 

Ryota et al teaches a software copying system having storage medium identifier 
recorded in the target storage medium allowing the recording medium to store the 
software (col. 4, line 46 to col. 5, line 9). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the storage medium identifier as taught by Ryota et al into Ono 
et al in order to prevent unauthorized users to copy the data. 

Regarding claim 8, Ryota et al also discloses the claimed wherein said control 
flag includes a recording medium flag indicating information as to a type of a recording 
medium from which a reproduction is permitted, said reproducing being permitted if said 
1 st recording medium is a recording medium specified by said recording medium flag 
(col. 4, line 46 to col. 5, line 9). 

Claim 18 is rejected for the same reasons as discussed in claim 4 above. 

Claim 22 is rejected for the same reasons as discussed in claim 8 above. 

Claim 29 is rejected for the same reasons as discussed in claim 4 above. 

Claim 33 is rejected for the same reasons as discussed in claim 8 above. 
7. Claims 5-6, 11, 19-20, 25, 30-31 , and 36 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Ono et al in view of Garfinkle (US 5,400,402). 
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Regarding claim 5, Ono et al discloses all the claimed limitations except for 
providing the claimed wherein said control flag includes a reproducing point-in-time flag 
indicating information as to a point-in-time when a reproduction is permitted, said 
reproduction from said 1 st recording medium being permitted at a point-in-time that is 
earlier than said point-in-time indicated by said reproducing point-in-time flag. 

Garfinkle teaches a system for limiting use of down-loaded video-on-demand 
data having instructions that specify and controls the number of times the stored data 
can be accessed or the period during which the stored material may be accessed or any 
combination thereof (col. 2, lines 18-37). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the instructions as taught by Garfinkle into Ono et al's system in 
order to simplify the process of limit the user of a program stored at a customer site 
commensurate with a fee. 

Regarding claim 6, Garfinkle discloses the claims wherein said control flag 
includes a reproducing time-period flag indicating information as to a time-period during 
which a reproduction is permitted, said reproduction from said 1 st recording medium 
being permitted at a point-in-time included within said time-period indicated by said 
reproducing time-period flag ((col. 2, lines 18-37). 

Regarding claim 1 1 , Garfinkle also discloses the claimed wherein said digital 
signal is erased when said time-period indicated by said reproducing time-period flag 
has passed (col. 2, lines 18-37). 

Claim 19 is rejected for the same reasons as discussed in claim 5 above. 
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Claim 20 is rejected for the same reasons as discussed in claim 6 above. 

Claim 25 is rejected for the same reasons as discussed in claim 1 1 above. 

Claim 30 is rejected for the same reasons as discussed in claim 5 above. 

Claim 31 is rejected for the same reasons as discussed in claim 6 above. 

Claim 36 is rejected for the same reasons as discussed in claim 1 1 above. 
8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thai Tran whose telephone number is (571) 272-7382. 
The examiner can normally be reached on Mon. to Friday, 8:00 AM to 5:30 PM. 

The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



TTQ 




